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No Liabilities for Indirect Infringers? Change Them into 
Direct Ones

According to Article 21, which 
defines the indirect patent 
infringement including contributory 
infringement and inducement 
of  infringement, an indirect 
infringement is established if  only 
a related direct infringement is 
found. In practice, it is not rare that 
a party who is assisted or induced 
to exploit a patent is not liable for 
patent infringement according to 
the Patent Law, such as an end 
consumer. In this case, even though 
such party exploits a patent without 
authorization, it is not a patent 
infringement as defined by the 
Patent Law. Furthermore, the one 
who assists or induces such party to 
exploit the patent, has taken actions 
in a way as defined in contributory 
infringement or inducement of  
infringement, is however not liable 
for patent infringement without an 
establishment of  direct infringement 
according to Article 21.

Such stipulations are demanding 
more efforts on patent drafting. 
Specifically, it is suggested evaluating 
the risk of  indirect infringement 
when drafting a patent application, 
especially the claims. If  there is 
a material, device, component, or 
intermediate product specialized 
for the end product/method, it is 
considerable to draft a set of  claims 
related to such a material, device, 
part, or intermediate product. In 

some cases, the definition of  such 
a material, device, component, or 
intermediate product itself  may not 
sufficiently reflect the inventiveness 
of  the invention creation or 
constitute a complete and clear 
technical solution. Therefore, a 
feasible solution is to reflect the end 
product or method in such claims by 
defining the end product or method 
as an environmental feature to which 
the material, device, component or 
intermediate product is applied. For 
example, the claims can be drafted 
as “a part, used for an end product/
method”.

In this case, the environmental 
feature shall be regarded as a feature 
that is necessary to comprise the 
patented technical solution and 
contributes to define the protection 
scope of  the patent. Article 9 
provides related stipulations. In 
addition, according to Shimano V. 
Richeng  (2012 Min Ti Zi No.1) 
retrial by the Supreme Court, 
“by using an environmental feature 
it normally means that the claimed 
subject matter is able to be used in such 
an environment, it is not necessarily 
required that the claimed subject matter 
has to be specialized to be used in such 
an environment. However, if  it is 
clearand reasonable for those skilled in 
the art, based on the claims, description 
and prosecution history of  the patent, 

that the claimed subject matter has to 
be specialized to be used in the defined 
environment, it shall be construed so”.

Therefore, one may avoid the 
unfavorable consequence caused by 
the stipulation that a direct infringer 
has to be found in order to enforce a 
patent against an indirect infringer, 
by claiming a material, device, 
component or intermediate product 
when drafting the patent application, 
while defining the end product/
method as an environmental feature. 
In this case, an indirect infringer 
to the end product/method could 
somehow become the direct infringer 
to the intermediate material, device, 
part or intermediate product. In 
this case, the right owner, as the 
plaintiff, is normally required to 
prove that the alleged infringing 
product is not necessarily specialized 
for but applicable to the specific 
environment. 

Author: 
Har lem LU (Manager,Patent 
Attorney）

Patent

1

Article 21 of  SPC’S Judicial Interpretation on Trial of  Patent Infringement Disputes where a provider 
provides, for production or business purposes and without authorization of  the patentee, a product to 
another party to commit a patent infringement action, with the knowledge that the product is material, 
device, component, intermediate and so on specialized for exploiting the patent, the People’s Court 

shall support the right owner if  he or it assets that the action of  the provider belongs to assisting another party to 
commit a tort provided in Article 9 of  the Tort Law.

Where an inducer actively induces, for production or business purposes and without authorization of  the patentee, 
another party to commit a patent infringement action, with the knowledge that the relevant product or method has 
been granted a patent right, the People’s Court shall support the right owner if  he or it assets that the action of  
the inducer belongs to abetting another party to commit a tort provided in Article 9 of  the Tort Law.

Article 9 of  SPC’S Judicial Interpretation on Trial of  Patent Infringement Disputes where the alleged infringing 
technical solution cannot be applied to the environment defined by environmental features in a claim, the People’s 
Court shall determine that the alleged infringing technical solution does not fall within the scope of  protection of  
the patent right.



In terms of  the motorcycle wheel 
in the present case (Figure 1), the 
wheel consists of  rims, spokes and 
hubs. Under a circumstance that 
the function of  the wheel needs to 
be achieved, as long as the design 
of  spoke conforms to mechanical 
requirements, the spoke can be 
designed into various of  shapes and 
there is a relatively large design 
space. 

Furthermore, in a Recreational 
Vehicle (RV) case (see Endnote 2), 
which was selected as one of  the 
Chinese 50 Typical IP Cases in 
2015, the court applied successfully 
the concept of  design space in 
determining infringement of  a 
design patent. The Tianjin Higher 
People’s Court held that, combining 
the design space and the key point 
of  design of  the patented design 
product, if  the same design features 
between the alleged infringement 
design and patented design causes 
a greater influence to the ordinary 
consumer on the overall visual 
effect, then there is no substantive 
difference regarding overall visual 
effect between the alleged 

The Influence of Design Freedom on Judgement of 
Design Patent Infringement

According to previous juridical 
practices, judgment of  infringement 
of  design patent sometimes is 
considered as being subjective. 
However, with the People’s Court 
gradually introducing the concept 
of  design space for determining 
of  infringement, it is required to 
reconsider the influence of  design 
features in design on the overall 
visual effect to foresee successfully 
the outcome in a later infringement 
lawsuit based on the design patent. 

Design space refers to a degree of  
freedom of  a designer when creating 
design of  a specific product. In 
China, the concept of  design space 
was proposed in a motorcycle wheel 
case for the very first time. (see 
Endnote 1) The Supreme People’s 
Court held in this case that, design 
space is of  great significance in 
determining the knowledge level and 
cognitive competence of  ordinary 
consumers for relevant designed 
product. In the judgment that the 
design is same as or similar to 
the preceding design, the design 
space, or the degree of  designer’s 
freedom for creation, can be taken 
into account to accurately determine 
the knowledge level and cognitive 
competence of  the ordinary 
consumer. Regarding fields with 
extremely large design space, the 
ordinary consumer is normally hard 
to notice minor design differences.
Regarding fields having limited 
design space, the ordinary consumer
usually will notice minor differences
between different designs.

infringement design and the patented 
design, and they belong to similar 
designs. 

Figure 2 (design patent at issue)

Regarding the RV (Figure 2) in this 
case, after modifying the top, front 
part, body part and back part of  the 
prototype and adding these elements 
with certain sense of  aesthetic, 
the involved patented product has 
relatively significant differences with 
the prototype in overall appearance. 
Meanwhile, in these elements, the 
radiator grille, two-arm rearview 
mirrors, shape of  the headlight, 
shape of  the car windows at both 
sides, and the backdoor pedal, these 
design features possess certain 
novelty, and reflect the patentee’s 
creative design idea and inventive 
mental activities. Such elements are 
the parts in the product which are 
more likely to draw attention of  
the ordinary consumer. The shown 
design features, in general, have a 
greater influence on the visual effect 
of  the ordinary consumer than the 
other design features. In the trial of  
this case, the modified RV generally 
has a relatively large design space 
and a plurality of  features therein 
possesses novelty. The same design
features between the alleged 
infringing product and the involved 
patented product are all shown 
in the above mentioned design 
features, which also cause a great 
influence on the overall visual effect 
of  the ordinary consumer. Thus 
there is no substantive difference 
on overall visual effect between the 
alleged infringement design and 
the involved patented design; they 
belong to similar designs; and the 
alleged infringing product falls into 
the scope of  protection of  the patent 
right of  the design at issue. 

Figure 1 (design patent at issue)
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Article 14 of SPC'S Judicial Interpretation on Trial of  Patent 
Infringment Dispute , the People’s Court, in determining 
the knowledge level and cognitive ability of  the ordinary 
consumers for a design, generally shall consider the design 

space of  the same or similar type of  products to which the patented design 
belong at the time of  the occurrence of  the alleged infringement action. 
Where the design space is larger, the People’s Court may determine that it 
is typically harder for the ordinary consumers to notice minor differences 
between different designs; where the design space is smaller, the People’s 
Court may determine that it is typically easier for the ordinary consumers 
to notice the minor differences between different designs.



It can be seen from the above case 
that the design space is of  a practical 
significance for the judgment of  
infringement of  design patent. 
Design space belongs to cognize 
competence of  ordinary consumers. 
But just like the concept of  those 
skilled in the art who determines 
the inventiveness, how to specifically 
determine the design space is difficult 
in practice. However, it is advisable to 
provide evidence by employing prior 
design to determine the design space 
of  a design. Regarding a design, 
usually the larger the design space 
of  a certain design feature is, more 
variation of  designs exist in the 
prior design. And usually the smaller 
the design space of  a certain design 
feature is, more similar designs exist 
in the prior design. Thus, evidences 
on relevant design features in prior 
designs shall be consciously collected 
to better determine the design 
space of  these design features. On 
the other hand, when performing 
judgment on similarity, the judge is 
more likely to accept the opinions 
of  the party whocollects more prior 
design evidence to show design 
space according to preponderance of  
evidence. 

Endnote 1
 (2010) Xing Ti Zi Administrative 
Judgment No. 5.
Endnote 2 
 (2014) Jin Gao Min San Zhong Zi 
Civil Judgment No. 0019.

Author: Bing WU (Patent Attorney)

Possible Exemption from the 
Infringement Liability? Find an Answer 

Here!

The provisions above further 
interpret about the Article 70 of  the 
Chinese Patent Law.

First, the Article 70 of  the Chinese 
Patent Law only provides the 
exception that the user, offer-to-
seller and seller shall not be liable 
to compensate for the damage of  
the patentee. However, pursuant to 
the Article 11 of  the Chinese Patent 
Law, the infringers above still have 
to cease the infringement acts. The 
provisions above further set the 
exception for such cease: the user of  
the alleged infringing products shall 
provide evidences that it has paid a 
proper consideration for the product.

Second, the second and the third 
paragraph give the standards 
regarding “without knowing” 
and “legitimate source”. “Without 
knowing” is negative fact and the 
alleged infringer is difficult in 
providing evidences. Thus, the 
complainant shall prove the alleged 
infringer “actually knows” or 
“shall know” and thus overturn the 
defendant’s defense. For example, if  
the complainant could prove the sale
price or the purchase price is not the 
proper consideration as set forth in

the first paragraph, the “without 
knowing” in the second paragraph
shall not be established. Similarly, to 
fight against the defendant’s defense 
of  “legitimate source”, it is necessary 
for the complainant to prior 
collect evidence about the normal 
commercial manner and trading 
customs in the field of  the alleged 
infringing product. 

Third, evidences such as proper 
consideration and trading customs 
may be utilized by the complainant, 
wherein the information of  price, 
cost and etc. help to prove the 
benefit of  the alleged infringer and 
plays a positive role in claiming the 
compensation for damages. 

Author: Xiaolin WANG
(Patent Attorney)
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Article 25 of SPC'S Judicial Interpretation on Trial of  Patent 
Infringment Dispute where products infringing a patent right 
are used, offered to sell, or sold for production or business 
purposes without knowing said products were manufactured 

and sold without the authorization of  the patentee, and evidences are 
provided proving a legitimate source of  the products, the People’s court 
shall support the right owner’s request to stop the above actions of  using, 
offering to sell, or selling, with an exception that a user of  the alleged 
infringing products provides evidences to prove that the user has paid a 
proper consideration for the product. 

 “Without knowing” mentioned in the first paragraph of  this Article shall 
mean actually not knowing and should not have known. 

“Legitimate source” mentioned in the first paragraph of  this Article shall 
mean obtaining the products via a normal commercial manner like a legal 
sales source, a normal sales contract and so on. Regarding legitimate 
source, user, people offering to sell or seller shall provide relevant evidence 
that is in accordance with trading customs.



Trademark “AIR RESCUE & Design”, Distinctive? Or 
Not?

In April, 2016, Beijing Intellectual Property Court 
made the first instance judgment, canceled the 
Rejection Appeal Decision regarding the mark 
“AIR RESCUE & Design” made by the Trademark 

Review & Adjudication Board (TRAB), and determined 
that the TRAB shall make a new decision on the 
application for review regarding the mark “AIR RESCUE 
& Design”.  See
【Beijing Intellectual Property Court (2016) Jing Zhi 
Xing Chu No. 579 Administrative Judgment and Beijing 
Intellectual Property Court (2016) Jing Zhi Xing Chu 
No. 580 Administrative Judgment】

The applicant is a wholly-owned subsidiary of  a 
Singapore legal person AEA INTERNATIONAL 
HOLDING PTE. LTD. (AEA), represents AEA hold its 
ownership of  registered trademarks, including the mark 
“International SOS & Design” and the mark “Air Rescue 
& Design”, etc., acquired from all over the world, and 
manage these trademarks.  AEA was established in 1985.  
In July, 1998, AEA entirely merged INTERNATIONAL 
SOS ASSISTANCE and created the first international 
medical risk management Inc, INTERNATIONAL 
SOS PTE. LTD.  The new corporation continued its 
predecessor's service, and today, it has become the world's 
largest medical assistance company.  Also, it is the main 
provider of  global on-site medical services in remote 
areas. INTERNATIONAL SOS PTE. LTD. has 28 alarm 
centers, 31 international clinics, 69 INTERNATIONAL 
SOS PTE. LTD. offices and more than 170 security and 
medical  facilities in remote areas in over 70 countries, 
provide services for customers and members in different 
industries.

The application mark “AIR RESCUE & Design” is 
designated in Class 39, including “transportation 
services, namely organizing and planning of  emergency 
evacuation and repatriation services for people, 
patients, the injured and the sick; ambulance services; 
air ambulance services; arranging the transportation 
and delivery of  medical equipment, medical supplies 
and medications by air, sea and land; arranging the 
escorting of  travelers; arranging the hire of  all means of  
transport; advisory services relating to travel; arranging 
the emergency replacement of  airline tickets; arranging 
the transportation of  patients by ambulance; arranging 
of  transportation for the injured, sick, as well as medical 
and nursing staff; information and advisory services 
relating to the aforesaid services, provided on-line from 
a computer database” and in Class 44, including “medical

and emergency site consultation services, namely, 
the review and assessment of  information regarding 
the availability of  medical care and accessibility of  
emergency transportation; diagnostic testing relating to 
the human body; medical assistance and medical services; 
monitoring of  medical services; monitoring of  patients; 
conducting of  medical examinations; medical and 
emergency site consultation services for the location of  
medical facilities for emergency; medical and emergency 
site consultation services for the location of  emergency 
healthcare medical treatment; replacement of  medical 
prescriptions, preparation of  reports relating to health 
care matters; arranging for medical treatment Medical 
and emergency site consultation services, namely, 
the review and assessment of  information regarding 
the availability of  medical care and accessibility of  
emergency transportation; diagnostic testing relating to 
the human body; medical assistance and medical services; 
monitoring of  medical services; monitoring of  patients; 
conducting of  medical examinations; medical and 
emergency site consultation services for the location of  
medical facilities for emergency; medical and emergency 
site consultation services for the location of  emergency 
healthcare medical treatment; replacement of  medical 
prescriptions, preparation of  reports relating to health 
care matters; arranging for medical treatment”

The court of  first instance holds as follows:

According to defense opinions of  both parties, the focus 
of  controversy in this case is whether the application 
mark constitutes situation under provision of  Article 
11.1(2) of  the Trademark Law that “Marks that merely 
indicate the quality, principal raw materials, function, use, 
weight, quantity or other features of  the goods in respect 
of  which the marks are used.”

Trademarks as a kind of  marks, in accordance with 
provision of  Article 9 of  the Trademark Law, shall be 
so distinctive as to be distinguishable.  Because marks 
that “merely indicate the quality, principal raw materials, 
function, use, weight, quantity or other features” are 
easily recognized as descriptions of  goods characteristics 
rather than as distinguishable trademarks, these marks 
will not have distinctive characteristics and shall not be 
registered as trademarks.  Besides, descriptive marks 
in trademarks will not affect the entire trademarks 
having distinctive characteristics.  Rule 5 of  China 
Supreme Court on Several Issues concerning the Trial 
of  Administrative Cases Involving the Granting and 
Determination of  Trademark Right provided as 
“Where on the trial of  administrative cases involving the 
granting and determination of  trademark right, People’s 
Court shall judge and determine whether trademarks 
have distinctive characteristics entirely according to 
the general awareness of  relevant public of  disputed 

4

tRaDeMaRK



trademarks’ designated goods. Marks contain descriptive 
elements which do not affect the entire trademarks 
having distinctive characteristics or performance in a 
unique way, if  the relevant public can identify the source 
of  goods, they shall be determined as having distinctive 
characteristics.”  In this case, the application trademark 
consists of  the word “Air”, the word “Rescue”, an airplane 
and lines. Although the word “Air” and “Rescue” are 
general translated as “KONGZHONGYINGJIU in 
Chinese”, which is distinctive on designated goods of  “air 
rescue service; etc.” in Class 44 and “medical assistance, 
medical service, patient monitoring and medical 
examination” in Class 44, the drawing of  airplane and 
lines have a certain sense of  design and the word are 
surrounded by the drawing in composition which make 
the trademark is so distinctive as to be distinguishable.  
As a result, the mark “Air Rescue & Design” does not 
belong to “marks that merely indicate the quality, 
principal raw materials, function, use, weight, quantity or 
other features”.

At the same time, the use of  trademarks takes goods as 
the carrier.  Therefore, in determining whether a mark 
has distinctive characteristics, the degree of  association 
between the mark and its designated goods should be 
investigated. The higher the degree of  association is, 
the lower the distinctiveness is; the lower the degree 
of  association, the higher the distinctiveness.  Situation 
under provision of  Article 11.1(2) of  the Trademark 
Law, relationships of  direct characteristics between 
marks and goods shall be “directly expressed” but not 
“indirectly expressed”, which is a state that does not 
pass through the middle.  The application trademark’s 
designated service is not limited to “air rescue service” 
and, in other service projects, do not consist direct 
description of  services and contents.

Author: Jason WANG(Managing Partner)

Dr. Lulin GAO and 
Dr. Xiaodong LI were 
Invited to Attend China 
Blockchain Industry 
Conference

On August 21st, 2016, the China Blockchain 
Industry Conference was co-hosted 
by Global Finance Shared 100 Forum 
and Modern Bankers in China National 

Convention Center in Beijing. Dr. Lulin Gao, Chairman 
of  Beijing East IP and founding Commissioner of  the 
State Intellectual Property Office, and Dr. Xiaodong 
Li, President of  Beijing East IP, were invited to 
attend the conference. Additionally, global blockchain 
leading technology experts, famous scholars, 
industrial elites, and representatives of  investment 
and financing institutes were invited to discuss 
underlying technology of  blockchain, applications 
and innovations, industrialization process, capital 
trends, and other topics. They provided valuable 
advice for the developments of  blockchain technology 
and formulation of  industrial standards as well as 
industrial application.

Under the topic of  “Sharing and Development” during 
the conference, Dr. Lulin Gao gave a speech on “the 
most important research area of  blockchain is finance”. 
At the Culture-Intellectual Property Parallel Sub-
forum, Dr. Xiaodong Li offered unique insights in the 
application of  blockchain technology in copyright 
area and its relation with intellectual property as a 
moderator and a guest speaker. 
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Jason Wang, partner at Beijing East IP Law 
Firm, and his team represented the applicant 
BLUE CROSS TRAVEL SERVICES B.V in this 
case.



Come and Join Us at 2016 
IPBC Asia in Shanghai!

2016 Award Ceremony of 
the Gaolulin Foundation IP 
Scholarship was Hosted at 
Tsinghua University School 
of Law

On June 30th, 2016, the class of  2015 to 2016 
in the International Intellectual Property 
Project of  Tsinghua University attended 
their graduation ceremony at Tsinghua 

University School of  Law. This graduation ceremony 
was also the award ceremony of  the Tsinghua-Microsoft 
Intellectual Property Scholarship and the Gaolulin 
Foundation IP Scholarship. 

The award ceremony was hosted by Guobin CUI, 
Associate Professor of  Tsinghua University School 
of  Law. Professor Weixing SHEN, Deputy Dean of  
Tsinghua University School of  Law, Dr. Luin GAO, 
Chairman of  Beijing East IP, Dr. Xiaodong Li, President 
of  Beijing East IP, and Dr. Lifan LUO, General Manager 
of  the legal department of  Microsoft ARD gave 
inspiring speeches in the ceremony. After the speeches, 
Dr. Gao and Dr. Li presented the scholarship certificate 
to this year’s two winners of  the Grand Prize and six 
winners of  the Excellence Prize. The wonderful speeches 
and warmly award ceremony inspired the students who 
determined to engage in the intellectual property, are 
also well affirmed the support of  Beijing East IP to 
Intellectual Property Research Institute of  Tsinghua 
University School of  Law. 

Founded in 2013, the Gaolulin Foundation devoted 
to improve China’s IP development via funding IP 
scholarship, sponsoring academic IP research and hosting 
international IP seminars. 
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During December 4 to 6, Beijing 
East IP will attend IPBC Asia 
as a silver sponsor. IPBC Asia is 

the only event in the Asia-Pacific region 
that focuses on commercialization and 
monetization of  IP assets. 

The conference will be held at Ritz-
Carlton Hotel in Shanghai. Beijing East IP 
will set up a booth there with case study 
materials and gifts. We are very pleased 
to welcome you to our booth to discuss IP 
topics of  mutual interest. 

Come and join us, see you soon!

Please visit http://www.ipbc.com/
Asia/2016 for more information about this 
exciting IP event.

eVentS 
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